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DETAILED ACTION 

Claim Objections 

1 . Claims 1-2 and 6 are objected to because of the following informalities: 
Re claim 1, line 1: Substitute "A optical disk" with "An optical disk". 

Re claims 2 and 6, lines 1-2: The phrase "the data comprises statistics, audio, ..." is not 
permitted, because in its independent claim (claim 1) the data is narrowly defined as "the data 
selected from the group consisting of statistics, audio, video, a secret data area, and an 
interactive area". The phrase "the data comprises statistics, audio, . . .", in claim 2 and claim 6, 
further broadens the claim language of its independent claim by using the transitional term 
"comprises" instead of "consisting of as set forth in the independent claim 1, which is not 
permitted. For the purpose of examination, the examiner respectfully interprets the phrase "the 
data comprises statistics, audio, ..." as "the data consisting of statistics, audio, ..." 

Appropriate correction is required. 

Claim Rejections - 35 USC §102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S. C 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

3: Claims 1-3, 6 and 12-13 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Yamashina, Osamu (JP 10-138667-A). 

Re claims 1-2 and 6: Yamashina teaches an optical disk trading card (1 in fig. 1, 
paragraph 13), comprising 
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a planar disk (1) having a non-data side (fig. la), a data side (fig. lb), and a perimeter 
having a desired, irregular, non-circular shape (card 1 is a rectangle) (paragraphs 14 and 18-22); 

text and graphics applied to the non-data side to identify the disk as a trading card ("Fig. 
1(a) is the front printing surface of trading card 1." paragraphs 19-22); and 

at least one element (2 in fig. lb) of data recorded on the data side (fig. lb) of the optical 
disk (1), the data selected from the group consisting of statistics, audio, video, a secret data area, 
and an interactive area (". . .the circular recording part 2 which recorded information (for 
example, image information, aural information or game information)..." paragraph 22, lines 1- 
4); the at least one element of data related by subject matter to the text and graphics applied to 
the non-data side of the disk (". . .which has the association in the content of the front side 
printing surface..." paragraph 22, lines 1-7). 

Re claim 3: Yamashina teaches the optical trading card (1) further comprising a hole (3 in 
fig. 3) for receiving the spindle of a CD playback device (paragraphs 43-45). 

Re claim 12: Yamashina teaches the optical trading card (1), which the data side 
comprising an annular data track (2 in figs. 1 and 3). 

Re claim 13: Yamashina teaches the irregular, non-circular shape is a baseball player 
(figs. 1 and 3; paragraph 21), which is an athlete. 

Claim Rejections - 35 USC § 103 
4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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5. Claims 4-5 and 7-11 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamashina, Osamu (JP 10-138667-A) in view of Clark (US 6,511,731). The teachings of 
Yamashina have been discussed above. 

Re claims 4 and 9: Although, Yamashina teaches the printing surface, which is printed on 
the front-surface/non-data-side of the disk (paragraphs 19 and 21). 

Yamashina fails to specifically teach the text and graphical material is silk screened onto 
the non-data side of the disk. 

Clark teaches the text and graphical material is silk screened onto one side of the disk • 
(col. 1, lines 47-60; col. 2, lines 10-67). 

It would have been obvious to an artisan of ordinary skill in the art at the time the 
invention was made to incorporate the silk screening process onto the disk as taught by Clark to 
the teachings of Yamashina in order to avoid the hole in the center of the disk to allow the text 
and/or graphical design to be on a unitary design wherein the hole is completely covered and 
invisible (col. 1, lines 47-52 and col. 2, lines 51-56). 

Re claims 5, 7-8, 10-11: Yamashina fails to specifically teach or fairly suggest the text 
and graphical material is on an adhesive label, which is applied to the non-data side of the disk 
(as set forth in claim 5); wherein the adhesive label is foil or paper (as set forth in claims 7 and 8, 
respectively); wherein the adhesive label having a plurality of intersecting slits positioned over 
the hole of the disk (as set forth in claim 1 1). 

Clark teaches a label (10A, 10B, 10C in figs. 6-8) having text and/or graphics material 
thereon, which is adhered to the side of the disk (col. 5, lines 23-26; col. 2, lines 14-16; col. 48- 
50) (as set forth in claim 5); wherein the label (10) is any suitable sheet material 11, such as 
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paper or plastic foil (col. 5, lines 1-3; col. 2, lines 26-28) (as set forth in claims 7-8); wherein the 
adhesive label (10) having a plurality of intersecting slits (12) positioned over the hole (23) of 
the disk (col. 5, lines 7-10) (as set forth in claim 11). 

It would have been obvious to an artisan of ordinary skill in the art at the time the 
invention was made to incorporate the adhesive label having text and/or printed material thereon 
to identify the subject matter of the optical disk as taught by Clark to the teachings of Yamashina 
in order to allow the user to easily apply the label to the side of the optical disk. 

Conclusion 

Examiner's note: Examiner has cited particular columns and line numbers in the 
references as applied to the claims above for the convenience of the applicant. Although the 
specified citations are representative of the teachings of the art and are applied to the specific 
limitations within the individual claim, other passages and figures may apply as well. It is 
respectfully requested from the applicant in preparing responses, to fully consider the references 
in entirety as potentially teaching all or part of the claimed invention, as well as the context of 
the passage as taught by the prior art or disclosed by the examiner. 

6. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Tobol et al. (US 5,715,934) teaches a cd-rom label with positioning means. Clark 
(US 6,899,942) teaches an optical disk label and method. Gluck (US 5,803,501) teaches 
memorabilia card. Gu (US 6,282,819) teaches design and manufacture of communicating card. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kimberly D. Nguyen whose telephone number is 571-272-2402. 
The examiner can normally be reached on Monday-Friday 7:30-4:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael G. Lee can be reached on 571-272-2398. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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